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DETAILED ACTION 



Claim Rejections - 35 USC §102 



1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

2. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

3. Claim 24 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent Number 
6,014,502 to Moraes. 

4. As to claim 24, Moraes teaches a web server for sending a predetermined program to a 
terminal based on a request from the terminal (col. 10, lines 43-64), comprising: a reception 
portion operable to receive a request to add advertisement information to a mail from the 
terminal (col. 5, lines 3-37, The member profile information is used to request certain types of 
advertisement.); and a setting controller operable to send a program to the terminal from which 
the adding request came so that setting for enabling a mail server that adds the advertisement 
information to the mail to send a mail to a mail address of a recipient, is performed (col. 10, lines 
43-64). 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-5 and 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Number 6,360,221 to Gough et al. in view of U.S. Patent Number 6,047,3 10 to 
Kamakura et al. and U.S. Patent Number 6,073,165 to Narasimhan et al.. 

7. As to claim 1, Gough teaches a server sending a mail having a predetermined mail 
address as a recipient to a server that receives and manages the mail having the predetermined 
mail address (col. 4, lines 1-21), comprising: an advertisement information adding portion 
operable to add the advertisement information to the mail (col. 7, lines 25-42); and a sending 
portion operable to send the mail to a user (col. 5, lines 28-39); however, Gough does not 
explicitly teach an advertisement information memory, an advertisement information detector, or 
the use of an SMTP server. 

Kamakura teaches an advertisement information memory operable to store advertisement 
information to be added to the mail (col. 6, lines 13-36) and an advertisement information 
detector operable to detect the advertisement information to be added to a mail from the 
advertisement information memory based on at least one of user information about a user having 
the mail address of the recipient of the mail, user information about a user having a mail address 
of a sender of the mail and a sentence included in the mail (col. 4, lines 35-57). 
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Narasimhan teaches the use of an SMTP server in a mail content filtering system (col. 3, 
lines 10-20). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Gough regarding the addition of 
advertisements to electronic mail messages with the teachings of Kamakura regarding the use of 
information to user information to filter advertisements because both teach an email advertising 
system and a filtering mechanism could be added to Gough' s embodiment without changing the 
functionality of the invention. It would have been further obvious to combine the teachings of 
Narasimhan regarding the use of an SMTP server with the teachings of both Gough and 
Kamakura because the use of an SMTP server would not alter the functionality of the previously 
discussed email advertising systems. 

8. As to claim 2, Gough teaches a server wherein the advertisement information includes a 
page specifying information that specifies a predetermined homepage (col. 18, lines 40-43). 

9. As to claim 3, Kamakura teaches a server wherein the user information includes attribute 
information that indicates an attribute of the user, a user information memory is further provided 
to be operable to store a plurality of mail addresses and a plurality of pieces of attribute 
information about users for the plurality of mail addresses so as to be associated with each other 
(Figure 1 1 shows a table that contains addresses and attributes.), respectively, and the 
advertisement information memory stores the advertisement information and attribute 
information about a user who is an object for which addition of said advertisement information is 
performed so as to be associated with each other, the advertisement information detector detects 
the attribute information associated with the mail address of the recipient of the mail from the 
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user information memory, and detects the advertisement information associated with said 
detected attributed information from the advertisement memory (Figure 14 shows the processes 
used to distribute the advertisement.). 

10. As to claim 4, Kamakura teaches a server wherein the attribute information is at least one 
of age, gender, and a zip code (col. 4, lines 49-57). 

11. As to claim 5, Gough teaches a server comprising an addition refusal information 
memory, operable to store addition refusal information specifying a mail address that refuses the 
addition of the advertisement and an addition controller operable to stop the addition of the 
advertisement information by the advertisement information adding a portion to the mail, in a 
case where the mail address specified by the addition refusal information is the mail address of 
the recipient of the mail (col. 6, lines 12-39). 

12. As to claim 10, Gough teaches a server sending a mail having a predetermined mail 
address as a recipient to a server that receives and manages the mail having the predetermined 
mail address (col. 4, lines 1-21), comprising: a mail memory operable to store the mail having 
the predetermined mail address as the recipient (col. 6, lines 12-39); an advertisement 
information adding portion operable to add the advertisement information to the mail (col. 7, 
lines 25-42); and a sending portion operable to send the mail to a user (col. 5, lines 28-39); 
however, Gough does not explicitly teach an advertisement information memory, an 
advertisement information detector, or the use of an POP server. 

Kamakura teaches an advertisement information memory operable to store advertisement 
information to be added to the mail (col. 6, lines 13-36) and an advertisement information 
detector operable to detect the advertisement information to be added to a mail from the 
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advertisement information memory based on at least one of user information about a user having 
the mail address of the recipient of the mail, user information about a user having a mail address 
of a sender of the mail and a sentence included in the mail (col. 4, lines 35-57). 

Narasimhan teaches the use of a POP server in a mail content filtering system (col. 3, 
lines 10-20). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Gough regarding the addition of 
advertisements to electronic mail messages with the teachings of Kamakura regarding the use of 
information to user information to filter advertisements because both teach an email advertising 
system and a filtering mechanism could be added to Gough's embodiment without changing the 
functionality of the invention. It would have been further obvious to combine the teachings of 
Narasimhan regarding the use of a POP server with the teachings of both Gough and Kamakura 
because the use of a POP server would not alter the functionality of the previously discussed 
email advertising systems. 

13. As to claims 11-14, they have similar limitations to claims 2-5, respectively and are thus 
rejected on the same basis as claims 2-5. 

14. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,360,221 to Gough et al. in view of U.S. Patent Number 6,047,3 10 to Kamakura et al. 
and U.S. Patent Number 6,073,165 to Narasimhan et al. as applied to claim 5 above, and further 
in view of U.S. Patent Number 6, 128,646 to Miloslavsky. 
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15. As to claim 6, the teachings of Gough, Kamakura, and Narasimhan combine to make the 
matter of claim 5 obvious; however, Gough, Kamakura, and Narasimhan do not explicitly 
mention the use of key words for filtering advertisements. 

Miloslovsky teaches the idea of parsing emails in order to search for specific keywords 
and performing an action based on those keywords (col. 4, lines 1 1-64). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Gough, Kamakura, and Narasimhan regarding 
a server for sending advertisements in email with the teachings of Miloslovsky regarding 
filtering based on keywords because sending advertisements based on keywords would provide 
more relevant advertisements for consumers. 

16. As to claim 7, Miloslovsky teaches the idea of parsing emails in order to search for 
specific keywords and performing an action based on those keywords (col. 4, lines 1 1-64). 

17. As to claim 8, Kamakura teaches a server wherein the mail has a plurality of mail 
addresses of recipients, the sending portion sends the mail to each of the mail addresses of the 
recipients when the mail has the plurality of mail addresses of the recipients (Figure 22), the 
advertisements information detector detects the advertisement information to be added to the 
mail that is to be sent to each of the mail addresses, based on the attribute information of the user 
corresponding to each of the mail addresses (col. 4, lines 35-57), and the advertisement 
information adding portion adds the advertisement information to the mail that is sent to each of 
the mail addresses of the recipients (Figure 21). 

18. As to claim 9, Gough teaches a server comprising a point information memory operable 
to store a mail address and point information for a user having said mail address to be associated 
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with each other; and a point updating portion operable to update the point information associated 
with the mail address of the sender of the mail, when the advertisement information adding 
portion ads the mail to the advertisement information (col. 15, lines 23-47). 

19. As to claims 15-18, they have similar limitations to claims 6-9, respectively, and are thus 
rejected on the same basis as claims 6-9. 

20. Claims 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,360,221 to Gough et al. in view of U.S. Patent Number 6,014,502 to Moraes and U.S. 
Patent Number 6,047,3 10 to Kamakura et al.. 

21. As to claim 19, Gough teaches a mail server operable to send a mail having a 
predetermined mail address as a recipient to a server that receives and stores the mail having the 
predetermined mail address as the recipient (col. 4, lines 1-21), wherein the mail server includes: 
an advertisement information adding portion operable to add the advertisement information to 
the mail (col. 7, lines 25-42); and a sending portion operable to send the mail to a user (col. 5, 
lines 28-39); however, Gough does not explicitly teach a system for sending a predetermined 
program to a terminal, an advertisement information memory, an advertisement information 
detector, a reception portion operable to receive an adding request of advertisement information 
to the mail from the terminal, or a setting controller. 

Moreas teaches a mail processing system comprising a web server operable to send a 
predetermined program to a terminal based on a request from the terminal (col. 10, lines 43-64); 
a reception portion operable to receive an adding request of advertisement information to the 
mail from the terminal (col. 5, lines 3-37, The member profile information is used to request 
certain types of advertisement.); and a setting controller operable to make a setting for allowing 
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the mail to be sent by the mail server, by sending a program to the terminal from which the 
adding request is received (col 10, lines 43-64). 

Kamakura teaches an advertisement information memory operable to store advertisement 
information added to the mail to be sent (col. 6, lines 13-36) and an advertisement information 
detector operable to retrieve the advertisement information from the advertisement information 
memory that is to be added to the mail (col. 4, lines 35-57). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Gough regarding the addition of 
advertisements to email with the teachings of Moraes regarding an advertising system with a 
downloaded program and the teachings of Kamakura regarding an advertising information 
detector because all three systems are methods of advertising through email so the combination 
of their features would be logical. 

22. As to claim 20, Moraes teaches a mail processing system, wherein the advertisement 
information adding portion of the mail server adds to the mail, advertisement information 
including user specifying information that specifies a user of the mail, address of the recipient of 
the mail, and link information that makes the terminal used by the user send the user specifying 
information to the web server when an instruction by the user occurs (col. 10, lines 43-64), the 
web server or the mail server includes a point information memory operable to a mail address, 
and point information of a memory operable to a mail address, and point information of a user 
having said mail address to be associated with each other (col. 23, lines 34-47), the web server 
further includes: a user specifying information receiving portion operable to receive the user 
specifying information sent from the terminal by the link information sent from the terminal by 
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the link information (Figure 6 shows user specifying information being sent from a client 
terminal to the server.); and a point updating portion operable to update, based on the user 
specifying information received by the user specifying information receiving portion, the point 
information of the corresponding user (col. 23, lines 24-47). 

23. As to claim 21, Moraes teaches a mail processing system wherein the advertisement 
information adding portion in the mail server adds to the mail advertisement, specifying 
information that specifies an advertiser of the advertisement information, and link information 
that makes a terminal used by the user having the mail address of the recipient of the mail send 
the advertisement specifying information to the web server when an instruction of said user 
occurs (col. 10, lines 43-64), the web server or the mail server includes a charging information 
memory operable to store information specifying an advertiser and charging information about 
charging on said advertiser (col. 23, lines 24-47), the web server further includes: an 
advertisement specifying information receiving portion operable to receive the advertisement 
specifying information sent from the terminal by the link information (col. 20, lines 34-56); and 
a charging information updating portion operable to update based on the advertisement 
specifying information received by the advertisement specifying information receiving portion, 
the charging information of a corresponding advertiser (col. 20, lines 34-56). 

24. As to claim 22, Moreas teaches a mail processing system wherein the web server or the 
mail server includes a charging information memory operable to store advertisement specifying 
information that specifies an advertiser, charging information about charging on said advertiser, 
and address information of an advertisement homepage to be presented to a user of a terminal 
(col. 6, lines 41-65), so as to be associated with one another, the advertisement information 
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adding portion adds to the mail advertisement, specifying information that specifies an advertiser 
of the advertisement information, and link information that makes the terminal send the 
advertisement specifying information to the web server in a case where an instruction of the user 
of the terminal occurs (col. 10, lines 43-64), the web server includes: an advertisement 
specifying information receiving portion operable to receive the advertisement specifying 
information sent from the terminal by the link information (col. 20, lines 34-56); an instruction 
information memory controller operable to control the terminal that sent the advertisement 
specifying information, to store instruction information indicating that an instruction by the user 
occurred (col. 10, lines 43-64); however Moreas does not explicitly teach a homepage retrieval 
controller. 

Gough teaches a homepage retrieval controller operable to detect, based on the 
advertisement specifying information received by the advertisement specifying information 
receiving portion, the address information of the advertisement homepage associated with the 
advertisement specifying information and to control the terminal to retrieve the advertisement 
homepage having said address information (col. 18, lines 40-43). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Moreas regarding an email advertisement 
system with the teachings of Gough regarding linking to a homepage in an email advertisement 
system because linking to a homepage would provide the user with more information about the 
advertiser, increasing the effectiveness of the advertisement. 

25. As to claim 23, Moreas teaches a confirmation receiving portion operable to receive 
confirmation that the instruction information is stored in a terminal that requested a 
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predetermined target homepage that is linked to the advertisement homepage (col. 6, lines 41- 
65); and a goal achievement charging updating portion operable to update, based on receipt of 
the confirmation, the charging information associated with an advertisement specifying 
information of an advertiser of the target homepage indicated by the confirmation (col. 6, lines 
41-65). 



# 



Application/Control Number: 09/466,813 
Art Unit: 2152 



Page 13 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B Blair whose telephone number is 703-305-5267. The 
examiner can normally be reached on 9am-6:30pm Mon-Thurs, alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart can be reached on (703)305-4815. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703)305-473 1 for regular 
communications and (703)305-4731 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)305-3900. 
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